THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RICHARD H YOUNG SR., AMAR N. NEOQ
AND M CHAEL R. HANSEN

Appeal No. 1996- 3683
Appl i cation 08/207, 393!

ON BRI EF

Before METZ, JOHN DOUGAAS SM TH and ONENS, Adninistrative
Pat ent Judges.

METZ, Administrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed March 7, 1994. According
to the official records of the United States Patent
and Trademark O fice, said application is a
conti nuation of Serial Number 07/890,040, filed on
May 27, 1992, and now abandoned, which is a
continuation of Serial Nunber 07/ 326, 188, filed
March 20, 1989, and now U.S. Patent Nurmber
5,230, 959, issued on July 27, 1993.
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This is an appeal fromthe exam ner's refusal to all ow
clainms 19 through 40, which are all the clains pending in the
i nstant application. Caim22, which depends froma finally
rejected claim is not separately rejected but has not been
al | oned.

THE | NVENTI ON

The appeal ed subject natter is directed to a fiber
product made from di scontinuous fibers having solid particles
of super absorbent material adhered to the discontinuous
fibers. The super absorbent material adhere to a binder
coating on at |east a portion of the fibers. The binders
contain at |east three percent free carboxyl groups.

Accordi ng to appel lants, binders having free carboxyl groups
and used to coat the fibers produce especially strong adhesion
of the super absorbent particles and the fibers (page 9, lines
15 through 18 of the specification).

Claim?21 is believed to be adequately representative of
t he appeal ed subject nmatter and is reproduced below for a nore
facil e understandi ng of the clained subject matter.

Claim?2l1. A fiber product which conprises

di sconti nuous fibers, a binder which coats at | east

a portion of the fibers, the binder containing

greater than three percent free carboxyl groups,

solid particles of super absorbent material adhered
to the fibers by the free carboxyl group containing
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bi nder, the binder being about seven percent or
greater of the conbined dry weight of the binder,
particles, and fibers to which the super absorbent
materi al particles are adhered by the binder, and
wherein the particles are not entirely coated with

t he bi nder.
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THE REJECTI ONS

Clainms 19 through 21 and 23 through 40 stand rejected
under 35 U . S.C. 8§ 112, first paragraph, on the grounds that
the subject matter clainmed therein is not enabl ed by
appel | ants' specification. W reverse.

CPI NI ON

After a thorough review of the clains before us
considered in |ight of appellants' disclosure, the prior art
of record in the prosecution history and the respective
positions of both the appellants and the exam ner, we concl ude
t hat considerabl e speculation as to the neaning of the claim
term nol ogy "free carboxyl groups" and the scope of the clains

was engaged in by both the appellants and the exam ner.

Accordi ngly, we take the unusual step of sunmarily reversing
the examner's rejection and entering the foll ow ng new ground
of rejection, because the rejection was inproperly founded on
specul ati on and assunptions by both the appellants and the

exam ner. Conpare In re Steele, 305 F.2d 859, 134 USPQ 292

( CCPA 1962).
NEW GROUND OF REJECTI ON

Pursuant to our authority under 37 CF.R 8 1.196(b), we

enter the foll owi ng new ground of rejection.
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Clainms 19 through 40 are rejected under 35 U S.C. § 112,
second paragraph, because it cannot be determ ned what is
meant by the claimlanguage "free carboxyl groups.”

In In re More, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971),

one of the predecessors to our review ng court enunciated the
test for determ ning whether or not an application for patent
conplied with the requirenents of 35 U S.C. § 112, first
paragraph. As the court noted, 439 F.2d at 1235, 169 USPQ at
238:

Any analysis in this regard should begin with the
determ nati on of whether the clains satisfy the
requi renents of the second paragraph. It may appear
awkward at first to consider the two paragraphs in

i nverse order but it should be realized that when
the first paragraph speaks of "the invention", it
can only be referring to that invention which the
appl i cant wi shes to have protected by the patent
grant, i.e., the clained invention. For this reason,
the clains nust be analyzed first in order to
determ ne exactly what subject matter they
enconpass. The subject matter there set out nust be
presuned, in the absence of evidence to the
contrary, to be that "which the applicant regards as
his invention."

Accordi ngly, before the exam ner addressed the question of
whet her or not appellants' disclosure was enabling for the
cl ai med subject natter, the exam ner should have first
ascertained the netes and bounds of the claimterm"free

carboxyl groups” as it is defined by appellants in their
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di scl osure.
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On page 9, lines 15 through 18 of their specification,
appel | ants di scl ose that:

it has al so been di scovered that binders of the type

with free carboxyl groups produce especially strong

adhesi on of the super absorbent particles and

fibers.
At page 13, lines 22 through 24, appellants disclose that
useful binders "include substances which can be applied in
liquid formto entrained fibers during the treatnment process.”
Appel l ants thereafter disclose that "suitable binders "
i nclude polyneric materials in the form of enul sions or
solutions (page 13, line 36 through page 14, line 2 of the
specification). Exenplary suitable thernoplastic binders are
set forth on page 14, line 30 through page 15, line 13 of the
specification. Exenplary thernoset binders are set forth at
page 15, lines 16 through 24 of the specification.
Surfactants may al so be included in the |iquid binder (page
16, lines 11 and 12 of the specification). 1In Figure 1, a
mechani smis provided at the binder application zone 30 for
applying a liquid binder solution to the entrained fibers
(page 19, lines 25 through 27). Preferably, the binders are
"of a polyneric heat bondable type" (page 33, lines 20 and 21

of the specification).

In Exanple 1, cellulose fibers are sprayed with "PRI MACOR
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4990" ethyl ene acrylic acid copol yner solution, described as a
20 percent solids solution, and including 1.74 percent of a
surfactant (OI-S Dioctyl Sodi um Sul fosucci nate) (page 30, line
32 through page 31, line 15). Oher proprietary products
tested as the binder are described as SYNTHEMJL 40-800 and 40-
850 (page 32, lines 30 through 32). Exanple 10 is presented
to show that the super absorbent particles adhere better to
the fibers when the binder has "free carboxyl groups.” The
exanple is said to prepare fibers manufactured” as expl ai ned
above in connection with exanple 1." (see page 39, lines 25
through 36 of the specification). The exanple conpares the
strength of adhesion of super absorbent particles with

PRI MACOR and with SYNTHEMJUL 40-504 binders. The PRI MACOR

bi nder is stated to have "20 percent carboxylation” while the
SYNTHEMUL 40-504 is stated to have from"1 to 3 percent
carboxyl ation.” \When passed through a hamerm ||, fewer
particles separated fromthe fibers treated with the higher
car boxyl group containing binder (page 40, lines 1 through
12). No original claim(clains 1 through 18) includes any

limtation with respect to the anmount of "free carboxyl
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groups"” present in the binder.?

At the tinme appellants filed their application, any
organi ¢ chem st of ordinary skill in the art would have
understood the term "carboxyl group” to be the carboxylic acid
radical -COOH. Thus, it is not entirely clear to what the term
"free" refers in the phrase "free carboxyl groups" since, by
definition, a carboxyl group is "free" because it is not bound
to any other noiety as in, for exanple, an ester, am de or a
salt. Thus, appellants' disclosure at page 9 of their
specification would seemto be directed to carboxylic acid-
cont ai ni ng conmpounds useful as binders.

Considered with the disclosure at pages 13 and 14, it
appears that the binders are either thenselves |iquid
compounds which nay be applied to the fibers neat or the
bi nders may be "applied in liquid fornf to the fibers as

enmul sions or solutions. As we understand the term"free

2 Original clains constitute part of the origina
di scl osure of a patent application. See In re Gardner,
475 F.2d 1389, 1391, 177 USPQ 396, 397 (CCPA 1973); In
re Anderson,

471 F.2d 1237, 1238, 1239, 176 USPQ 331, 332 (CCPA
1973);

In re Myers, 410 F.2d 420, 427, 161 USPQ 668, 673 (CCPA
1969) .
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car boxyl groups”, the only binders fromthe [ist of "suitable
bi nders” at pages 14 and 15 of the specification which include
"free carboxyl groups" are "acrylic" (assum ng this neans
acrylic acid) and ethylene acrylic acid (EAA). However,
whether this interpretation is sound is questionable in |ight
of the exam ner's unchal |l enged argunent that urethanes,

descri bed by appellants as suitabl e thernoplastic binders on
page 15 of their specification, include "free carboxyl groups”
(see page 7 of the Supplenental Answer). A urethane is an
ester-am de (NH,COOR) and, as we understand the term does not
i nclude any "free" carboxylic acid noieties. Thus, further
uncertainty as to exactly what appellants' clains enbrace or
exclude is raised by appellants' failure to respond to the
exam ner's argunent.

Appel l ants' only specifically exenplified binders in the
exanpl es are proprietary products bearing the names PRI MACOR
and, generally, SYNTHEMJL. \While appellants have not favored
the record with the product information sheets fromthe
manuf acturers of said proprietary products, at |east PRI MACOR
4990 is described as an "ethylene acrylic acid copol yner
solution” having a 20 percent solids content although neither

t he nol ecul ar wei ght nor the nature of the EAA adduct is set
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forth (page 31 of the specification). But is the "percent
carboxyl ati on" the sane as "free carboxyl groups"? |Is the
percent carboxyl ati on determ ned based on the wei ght of the
entire solution used or the solid ethylene acrylic acid
copol ynmer dissolved in the solution or dispersed in the

emul sion per se? Wile in Exanple 10 SYNTHEMJL 40-504 is
stated to have from1l to 3 percent "carboxyl ation", the

chem cal conposition or nature of SYNTHEMJL is not set forth
in the specification. Wether "carboxylation" and "free

car boxyl "
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content are the sane is not clear fromthe exanple. Suffice
it to say that the clainms use the term nol ogy "free carboxyl
groups” not percent carboxyl ation.

Fromall the above we are unable to ascertain to what the
term"free carboxyl group” in the clains refers. Because the
bi nders actually enpl oyed by the appell ants appear to be
solutions or emulsions, it cannot be determned if the binders
whi ch contain "free carboxyl groups"” recited in the clains are
i ntended to enbrace the "free carboxyl group"” content based on
the wei ght of the proprietary solutions or ermulsions or if the
bi nders having the "free carboxyl group” content clained are
intended to be directed to the "free carboxyl group” content
of the actual chem cal conpounds which are ultinmately
di ssolved in solution or dispersed in an enulsion. |ndeed
et hyl ene acrylic acid (a one-to-one adduct of ethylene and
acrylic acid) is about 45 percent by weight carboxylic acid
("free carboxyl group").

OTHER | SSUES

The witten description requirenment of 35 U S.C. § 112,
first paragraph, is separate fromthe enabl enment requirenent

found in the sane provision of 35 U S.C. § 112. 1n re WIlder,

736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed. Cir. 1984). In
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rejecting the clains under 35 U.S.C. § 112, first paragraph,
it is the exam ner's burden to establish |ack of enabl enent by
conpel I'i ng reasoni ng or objective evidence. In re

Strahilevitz, 668 F.2d 1229, 212 USPQ 561 (CCPA 1982); ln re

Arnbruster, 512 F.2d 676, 185 USPQ 152 (CCPA 1975).

W recogni ze that the enabl enent requirenment of the first
paragraph of 35 U.S.C. 8 112 requires that there be sone
reasonabl e correl ati on between the scope of the clains and the
scope of enabl enment described in the specification.

In re Fisher, 427 F.2d 833, 839, 166 USPQ 18, 24 (CCPA 1970).

However, it has been consistently held that the first
paragraph of 35 U . S.C. 8 112 requires nothing nore than
obj ective enablenent. In re Marzocchi, 439 F.2d 220, 223, 169

USPQ 367, 369 (CCPA 1971).
In nmeeting the enabl ement requirenent, an application
need not teach, and preferably omts, that which is well-known

in the art. Hybritech Inc. v. Monoclonal Antibodies, Inc.,

802 F.2d 1367, 1384, 231 USPQ 81, 94 (CCPA 1986), cert.

deni ed, 480 U. S. 947 (1987). How such a teaching is set
forth, whether by the use of illustrative exanples or by broad
descriptive term nology, is of no inportance since a

speci fication which teaches how to make and use the invention
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in ternms which correspond in scope to the clains nust be taken

as conplying with the first paragraph of 35 U S.C. § 112

unl ess there is reason to doubt the objective truth

of the statenents relied upon therein for enabling support.
Marzocchi, 439 F.2d at 223, 169 USPQ at 369.

On the other hand, the question to be resol ved concerning
the "witten description” requirenent of 35 U S.C. § 112,
first paragraph, is whether or not appellants' origina
di scl osure reasonably conveyed that they were possessed of, as
of their filing date, the invention |ater clainmed by them
The primary inquiry into satisfaction of the witten
description requirenent is factual and depends on the nature
of the invention and the anmount of know edge inparted to those

skilled in the art by the disclosure. In re Wertheim 541

F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976).

In considering this issue the exam ner shoul d consi der
whet her or not appellants' original disclosure has "bl aze
mar ks" on specific trees that mark a trail through the forest

of appellants' disclosure. See In re Ruschig, 379 F.2d 990,

994-95, 154 USPQ 118, 122 (CCPA 1967). Absent such "bl aze

mar ks", a general disclosure ordinarily will not support
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(describe) later clainmed narrower subject matter. Fujikawa V.

Wattanasin, 93 F.3d 1559, 1571, 39 USPQd 1895, 1905 (Fed.
Cir. 1996). The direction |eading one to the later clained
narrower subject matter nust be expressed in "full, clear

conci se and exact" |anguage. See Fields v. Connover, 443 F.2d

1386, 1391, 170 USPQ 276, 280
(CCPA 1971); In re Albrecht, 435 F.2d 908, 911, 168 USPQ 293,

296 (CCPA 1971); Ruschig; 379 F.2d at 996, 154 USPQ at 123.
Accordi ngly, upon return of this application to the

exam ning group and after resolving what is nmeant by "free

carboxyl group” as raised in the rejection under 35 U S.C. §
112, second paragraph, the exam ner shoul d consi der whether or
not appellants' now cl ai med subject matter is "described" by
their original disclosure. The exam ner shoul d consider
whet her appell ants' broad di scl osure of conpounds which
contain "free carboxyl groups" generally as useful binders
coupl ed with appellants' disclosure of two suitable "free
car boxyl group” containing thernoplastic binders and the
exenplification of two proprietary products of unknown

chem cal conposition reasonably conveyed to a person of
ordinary skill in the art that appellants were possessed, as

of their filing date, March 20, 1989, of the subject matter

15
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now cl ai med by them ("binder containing at |east three percent

free carboxyl groups”; "binder containing greater than three
percent free carboxyl groups”; "binder contains twenty percent
free carboxyl groups”; "binder containing free carboxyl groups

in an anount which is greater than or equal to three percent
of the binder”; and "binder has at |east twenty percent free

car boxyl groups").

16
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SUMVARY

The rejection of the clains under 35 U.S.C. 8§ 112, first
par agraph, is reversed. W have nade a new ground of
rejection under 37 CF.R § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CF.R 8 1.196(b)(amended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,

1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.

21, 1997)).

37 CF.R 8 1.196(b) provides that, "A new ground of rejection
shall not be considered final for purposes of judicial

review '

37 CF.R 8 1.196(b) also provides that the appellants,
WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

| NTERFERENCES

REVERSED

37 CFE.R

1.196(Db)

ANDREW H. METZ
Adm ni strative

JOHN D. SM TH
Adm ni strative

TERRY J. OWENS
Adm ni strative

Pat ent Judge

Pat ent Judge

Pat ent Judge
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Chri stensen, O Connor, Johnson
& Ki ndness

Attn: Jeffrey M Sakoi, Esg.
Ste. 2800

1420 Fifth Ave.

Seattle, WA 98101-2347

AHM dal

-19-



